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Introduction
[1]Copyright is a federal legal regime of exceptional influence on both
American art and commerce. Literature, film, music, sculpture, architecture, and
software all rely primarily upon federal copyright law for protection against
unauthorized copying, which, if left unconstrained, would unquestionably squelch the
incentives to create, or to invest in such creation.
[2]Yet the legal standard relied upon to determine copyright infringement is
deeply fissured between the two major copyright courts--the Second and Ninth
Circuits.(2) The remaining regional circuits appear to be unaware of this fissure, as
evidenced by the fact that several of them apply both tests interchangeably.
Additionally, the infringement test is, by consensus, complicated, time-consuming,
and multi-pronged, having vague and redundant nomenclature, and for these reasons
alone, resists straightforward explanation. No serious attempt has been made in the
scholarly literature to reconcile or to harmonize these two disparate standards, nor to
urge one over the other, despite the urgent need to do so. (3) This shall be the focus of
this article.
[3]More particularly, the purpose of this article is to explain in detail the two
legal standards with particular emphasis upon the points of disparity, to discuss the
source of this disparity, and then to discuss its significance. Finally, a nominally

revised--actually, not so much revised as clarified, or just relabeled--infringement
standard is offered. This revised standard is shown in Figure -E-.
[4]In this article, I shall demonstrate that although the Second and Ninth
Circuits apply different standards for copyright infringement today, many years ago
the two circuits applied the same test. As we shall see, the current Ninth Circuit
standard is a direct descendant from a twenty-year old Ninth Circuit decision, which
created a de novo standard based on an inadvertent misreading of Second Circuit
precedent. Moreover, although the Ninth Circuit test is a sincere imitation of the
venerable Second Circuit test, the two are in fact sharply distinct.
[5]I shall also classify the infringement tests applied in the remaining regional
circuits according to whether they apply either the Second or the Ninth Circuit
standards--as well as demonstrate that although the Second/Ninth Circuit distinction is
substantial, it is essentially ignored by the remaining circuits, who continue to apply
the two tests more or less interchangeably.

The Second Circuit's Standard for Copyright Infringement
[6]The contemporary legal standard for copyright infringement applied in the
Second Circuit is shown in Figure -A-. The acknowledged progenitor of the
contemporary standard is Arnstein v. Porter(4); indeed, the current standard applied in
the Second Circuit is virtually identical to the test recited in that 1946
decision.(5) According to the Supreme Court in Feist Publications v. Rural

Telephone,(6) a prima facie case of copyright infringement is established by proving
ownership of a valid copyright and "copying of constituent elements of the work that
are original."(7) Or, in the Second Circuit's own words: "Copyright infringement is
established when the owner of a valid copyright demonstrates unauthorized
copying."(8) The Feist standard is depicted in Figure -B-. At this level of abstraction,
the standard is not useable; it requires further refinement before it can be applied.
Indeed, the inter-circuit disparity that is the focus of this article resides in the
definition of the latter requirement, "unauthorized copying."
[7]In the Second Circuit, "unlawful copying," the second prong of
the Feist standard (the first being establishing ownership of a valid copyright), is
deliberately separated into two requirements: "a plaintiff must first show that his work
was actually copied...[and] then must show that the copying amounts to an improper
or unlawful appropriation."(9) This is depicted in Figure -A-. Hence, the "unlawful
copying" requirement is traversed when the plaintiff proves that the accused text
contains material that comprises the plaintiff's copyright. But the Second Circuit
requires that the copyright plaintiff first prove that the accused text is derived from the
plaintiff's, and then that the material borrowed qualifies for copyright protection.
[8]The Second Circuit's two prongs of the "unlawful copying" requirement, and
their relationship to one another, require careful explanation. These two prongs
are not distinct requirements, nor are they two components that together comprise a
whole. Rather, the first of these prongs, "actual copying," is actually subsumed within

the second, "improper appropriation." Again, "actual copying" means that the accused
text is derived from the plaintiff's original work. "Improper appropriation" means that
the material borrowed from the plaintiff's work must be copyrightable. Obviously, if
the borrowed material is copyrightable, then it is, by definition, original to the
plaintiff, and the accused text was by implication derived from the plaintiff's text. Put
another way, the "actual copying" prong ("derivation") could be disposed of entirely,
and in theory at least, one would arrive at the same result. I shall discuss in a moment
the practical consequences of doing so.
[9]Therefore, in the Second Circuit, the plaintiff must show first that the text
was derived from the plaintiff's text. Next, the plaintiff must show that at least
some of the material that the defendant borrowed qualifies for copyright protection--if
so, then copying becomes "unlawful copying" (Second Circuit's term) or
"unauthorized copying" (Supreme Court's term). The first of these requirements
(derivation) can be shown in one of two ways: either the plaintiff can provide direct
evidence that the defendant copied from the plaintiff's text (this is very rare, almost
requiring an express admission, or an implied admission, by the defendant) or the
plaintiff can offer evidence of access--defined roughly as the "opportunity to view"-plus evidence that is probative of derivation ("probative similarity"). Evidence of
access can be generally placed into one of three categories: (1) chain-of-events (the
plaintiff gave the text to someone who gave it to defendant's personal secretary(10) (2)
widespread dissemination (bestseller status)(11); or (3) purely circumstantial (e.g.,

defendant prepared the accused text in less than half the time that it took the plaintiff,
defendant has a history of plagiarizing, etc.).(12)
[10]Probative similarity--which along with access proves derivation--is a
simple concept.(13) It is easy to understand and easy to prove. The evidence--which
consists of portions of the accused text compared with the plaintiff's--can be either
protectable or unprotectable material. Additionally, as one might infer from this
discussion, analytic dissection--performed either by experts or by counsel--is
permitted to show probative similarity. By contrast, expert testimony is not permitted
in the second prong of the unlawful copying requirement, "improper appropriation."
Note also that to show derivation, the plaintiff need not show that the two texts are
"substantially similar," in any sort of quantitative sense; indeed, highly probative
evidence of derivation may consist of a single phrase, if there is no other plausible
source of that phrase, other than the plaintiff's text. The point is this: probative
similarity and substantial similarity are different concepts.
[11]If the plaintiff successfully proves that the accused text is derived from his
or her text, the plaintiff must then show that the copying amounts to "improper
appropriation." Mere copying or derivation might not rise to the level of improper
appropriation for three reasons. First, the material copied might not qualify for
copyright protection--either because the plaintiff is not the author of the work or
because it is ineligible for copyright protection by statute or common law decision,
e.g., idea/expression dichotomy, scenes-a-faire, etc. Second, the copying may be

quantitatively insignificant--i.e., it is de minimis.(14) Third, the material copied may be
quantitatively significant, and therefore protectable expression, yet it may still not
give rise to infringement because: (1) the "ordinary observer" overlooks the similarity;
or (2) the copying is judged a "fair use" since it is unlikely to harm the market (or any
probably unexploited market) for the plaintiff's text.
[12]These three safe harbors are actually subsumed within the ordinary
observer standard--the test used to determine improper appropriation. The ordinary
observer test is a deliberately un-analytical, almost superficial glance at the two texts
side-by-side: "[w]hether the 'ordinary observer, unless he set out to detect the
disparities, would be disposed to overlook them, and regard their aesthetic appeal as
the same.'"(15) The only restriction imposed upon the ordinary observer is that she
limit her comparison to the copyrightable features of the plaintiff's text: "This test for
illicit copying to prove infringement demands that the similarities relate to protectable
material...."(16)
[13]This concludes my discussion of the legal standard for copyright
infringement currently applied by courts in the Second Circuit. Again, as evidenced
by Figure -A-, the test has four essential requirements: ownership of a valid copyright,
access, similarity that is probative of derivation, and substantial similarity as judged
by the casual observer. As we shall see, the Ninth Circuit's test also possesses these
four requirements, though subsumed within a different structure.

The Ninth Circuit's Legal Standard for Copyright Infringement
[14]The current standard used in the Ninth Circuit, as recited in Apple
Computer, Inc. v. Microsoft Corp.,(17) a recent decision in that circuit, is shown
in Figure -C-. As evidenced by Figure -C-, in comparison with Figure -A-, the two
"primary" prongs, "ownership" and "unlawful copying," are identical in both the
Second and Ninth Circuit tests. The disparity relates to requirements subsumed within
the second of the two fundamental requirements, the "unlawful copying" requirement.
[15]According to Apple Computer, unlawful copying requires that the plaintiff
offer "circumstantial evidence of access and substantial similarity of both the general
ideas and expression between the copyrighted work and the allegedly infringing
work."(18) "Substantial similarity" in turn is proved by a two-part test: an "objective"
test and a "subjective" test.(19) Again, the copyright plaintiff in the Ninth Circuit must
first prove access, though unlike the plaintiff in the Second Circuit, he does not have
to prove probative similarity. Indeed, the sharp separation between derivation and
improper appropriation--the cornerstone of the Arnstein test--is conspicuously absent
in the Ninth Circuit's test. Thus, the Ninth Circuit plaintiff proves access, then
proceeds directly to the substantial similarity requirement. Under the objective test
(the first of the two tests comprising the substantial similarity requirement), the
plaintiff's text is dissected into both protectable and unprotectable elements, and
compared element-by-element with the accused text.(20) According to various Ninth

Circuit decisions, the purpose of this objective test is to determine the scope of the
plaintiff's copyright:
Analytic dissection [i.e., the objective test] is relevant not only to the
copying element of a copyright infringement claim, but also to the claim's
ownership element. One aspect of the ownership element is the copyrightability
of the subject matter and, more particularly, the scope of whatever copyright
lies therein.(21)
So, once the scope of the plaintiff's copyright is determined, then the only
question left is to determine whether the accused text--or some material part of it--lies
within that scope. Apparently that determination is made in the objective test as well,
since it involves a detailed, analytical "comparison" of the two texts.(22)
[16]Next, the court proceeds under the Ninth Circuit standard to the subjective
test. Under this test, the ordinary observer--deliberately eschewing an analytical
perspective--assesses the overall similarity of the two texts. In light of the thorough
analysis that comprises the intrinsic test, the extrinsic test is difficult to justify. For
instance, in the intrinsic test, the features common to both texts are identified then
assessed for copyrightability. Thus, by the completion of this test, the fact finder
knows whether the accused text contains protectable expression owned by the plaintiff
(and since protectable expression is by definition original to the plaintiff, then that
implicitly proves that the accused text is derived from the plaintiff's). Provided the

amount of protectable expression borrowed traverses some de minimis threshold, what
more is needed to establish copyright infringement?
[17]Yet the Ninth Circuit's test--just like the Second Circuit's--permits the
accused infringer who borrowed substantial protectable expression to exculpate
himself if the casual observer would not recognize the accused text as having been
derived from the plaintiff's text. Put another way, merely borrowing some nontrivial,
indeed even significant, amount of protectable expression from another's text does not
necessarily make one an infringer. If the two texts appear different enough to conceal
the similarities from the deliberately unreflective impression of the ordinary observer,
then the accused infringer borrows with impunity.

A Comparison of the Second and Ninth Circuits' Standards for Copyright
Infringement
[18]If the Second and Ninth Circuit standards are in fact identical, then their
disparate vernacular and structure needs to be reconciled. And if they are indeed
different, then the differences need to be accounted for--and perhaps one standard
urged over the other.
[19]Two legal standards can differ from one another in two essential ways:
content/substance or procedure. As we shall see, the Ninth Circuit's test has the same
essential requirements as the Second Circuit standard, though the requirements have
been complexly reshuffled, almost beyond recognition. The two legal standards

discussed in this article have the same content; their difference relates to structure,
which in turn confers a procedural distinction with significant consequences.
[20]As evidenced by this discussion (Figure -A- versus -C-), the two tests are at
least facially different (e.g., the Second Circuit has no "objective" nor "subjective"
tests). The two primary differences between the circuit tests (under which all other
lesser differences are subsumed) are as follows: While the Second Circuit extracts
from the "unlawful copying" prong a separate derivation requirement, the Ninth
Circuit test embeds no such distinction. Derivation and copying copyrightable
material are blended into a single inquiry ("substantial similarity"). Second, while the
Ninth Circuit divides the substantial similarity inquiry into two components, an
objective and a subjective test, the Second Circuit's substantial similarity inquiry only
has a single component.
[21]And yet upon closer inspection by displaying and comparing the two
standards diagramatically (Figures -A- and -C-), they may not be so different. Most
significantly, they have identical requirements, viewed piecemeal, though they appear
at different points in the test, and are sometimes performed with different endpoints in
mind. More specifically, the Arnstein test (Figure -A-) has four specific requirements
(the elements appearing at the ends of the flow chart): ownership, access, an analytical
test (probative similarity), and a subjective test (substantial similarity based on an
audience impression). Likewise, the Apple test (Figure -C-) also has four
requirements: ownership, access, an analytical test (the objective test), and a

subjective test. Therefore, the Second and Ninth Circuit's tests have the same four
requirements.
[22]The ownership and access requirements are not discernibly different
between the two circuits. That leaves the latter two requirements: the analytical test
and the audience test. As I shall explain below, these two tests vary between the
circuits not only with respect to their content but more significantly with respect to
their position in the overall infringement standard.
[23]The Second Circuit's analytical test--"probative similarity"--is directed
solely at identifying discrete similarities that are probative of derivation. Here, there is
no need that such similarities be "substantial," nor need they relate to protectable
material. Probative similarity is used, along with the access requirement, to answer the
question, "Is the accused text derived from the plaintiff's original work (Figure -A-)?"
By contrast, the Ninth Circuit's analytical test--the "objective test"--is one half of that
circuit's substantial similarity determination (Figure -C-). There, the combined
objective of these two tests is to identify unlawful copying (which equals derivation
and copying protectable material). Thus, "derivation" is not at issue--indeed, it is
never explicitly determined in the Ninth Circuit's test but is embedded within the
overall unlawful copying determination (i.e., proved by implication during execution
of the objective plus subjective tests).
[24]Furthermore, the Ninth Circuit's objective test differs from the Second
Circuit's probative similarity requirement in that the former is apparently directed in

part at determining copyrightability of each element that appears in both texts. The
Second Circuit's probative similarity determination is focused solely upon identifying
whether the accused text is derived from the plaintiff's--copyrightability is virtually
irrelevant.
[25]The Second and Ninth Circuit tests both contain an audience-impression
test. As evidenced by Figure -A-, the Second Circuit's audience test is the sole
vanguard that distinguishes mere derivation from copyright infringement. Therefore,
this prong must perform two tasks: first, it must separate the protectable and
unprotectable elements (though only nominally); next, considering only those
protectable elements common to both texts, it must determine whether the two are-according to the casual observer--" substantially similar." By contrast, the Ninth
Circuit's audience test (or subjective test) has become almost vestigial--since the
objective test has been expanded after Krofft to include an analysis of both protectable
as well as unprotectable material. Thus, the Ninth Circuit's audience test does not
separate protectable from unprotectable material (that was done in the objective test)
like the Second Circuit's audience test does. Moreover, just like the analytical test,
perhaps the most significant difference between the audience tests in the two circuits
is their position in their respective standards. In each circuit's test, the audience test is
performed last. But by the time Ninth Circuit courts perform the audience test, they
have already determined which of the common elements qualify for copyright

protection. By contrast this analysis is left for the Second Circuit courts to
perform during, or within the audience test.
[26]Why bother to separate the "unlawful copying" requirement into two parts
(mere derivation and improper appropriation), as the Second Circuit has done? This
separation is significant because, as we shall see, the Ninth Circuit's standard embeds
no such separation. Since the separation adds nothing--again, both tests have the same
four requirements--it can at most confer only a procedural advantage.
[27]Applying any legal test is more or less a process of classifying a particular
set of actions. Complex legal tests involve a series of classifications to identify finer
and finer distinctions. Aside from the particular classifications chosen--generally a
legislative decision, not a judicial one--howone chooses to apply the classification is
just as important. Put another way, the taxonomy chosen is really only as reliable as
the process used to execute it. Since it is law we are applying, we insist that the legal
standard--i.e., the classification process--be fair, which means, in part, that it be
precise, or repeatable. Beginning with the same facts, one should insist that the
standard produce the identical result each time it is applied. The best way to ensure
this result is to systematize the standard, which will eliminate the subjective element
as much as possible. This is typically done by requiring that the judge
explain/justify/rationalize his or her result by careful step-wise titration, rather than
just a single determination, whose methodology is much more difficult to assess ex
post. For instance, we do not permit a judge to determine whether a particular element

in a literary text qualifies for copyright protection merely by nodding her head; rather,
we insist that she systematically apply, step-wise, a series of cumulative partial tests.
Thus, she applies, for instance, the scenes-a-faire doctrine, which alone does not tell
her whether the particular element is eligible for copyright protection, though if the
element flunks the test, then it most certainly is not. Hence also, the procedural
advantage to fracturing an abstract legal requirement like "unlawful copying" into
discrete manageable elements. In the example just presented, if the particular element
fails the scenes-a-faire test, then the accused text is released without the need for
further inquiry.
[28]Consider the case of an accused text that is similar to the plaintiff's text (for
which the plaintiff owns a valid copyright that subsumes that text within its scope).
Despite the similarity, there are only two ways that the accused text may not infringe-i.e., that it may not have "copied unlawfully." First, the infringer may not
have derived his text from the plaintiff's--that is, the similarity is due to coincidence,
or more likely, to the fact that both authors derived their texts from a common thirdparty text. Second, even if the accused infringer did prepare his text from the
plaintiff's--i.e., he copied from the text--he is only an infringer if what he took was
eligible for copyright protection. If the accused infringer borrowed only
uncopyrightable elements (e.g., not original or not sufficiently concrete to qualify as
protectable expression) he is not an infringer no matter how much material he copied.
Derivation alone does not determine infringement. Moreover, if the accused infringer

borrowed copyrightable elements from the plaintiff's text, then by definition, he
derived his text from the plaintiff's; hence, there is no need, in theory at least, to
separately determine derivation. Indeed, dividing the "unlawful copying" inquiry into
derivation and improper appropriation--as the Second Circuit has done--is really just a
procedural short-cut. Hence, the piecemeal analysis is not just a heuristic device but a
time-saving one as well; moreover, truncating the analysis, on average, reduces the
error rate.
[29]And so it is with the Second Circuit's separation of the unlawful copying
requirement into two prongs: derivation (my term) and unlawful appropriation. The
procedural advantage is the simplest way to justify the division: if the accused text is
not derived from the plaintiff's text, then he is not an infringer, regardless of the
degree of similarity between the two texts, and more importantly, regardless of
whether the material in common qualifies for copyright protection. Consider how
much simpler this inquiry is than the subsequent inquiry (or an inquiry blending the
two, which the Ninth Circuit requires). In the Second Circuit, to prove derivation, the
plaintiff proffers a list of a few discrete similarities (either protectable or not, it doesn't
matter here) between the two texts, from which, along with proof of access the fact
finder can infer derivation. These proffered similarities may be slight indeed--e.g.,
that the accused city map contains a misspelled street name also found on the
plaintiff's map, but not found on the actual street sign, nor anywhere else. But like this
example, it can nevertheless be highly probative of derivation, which can make this

inquiry unusually facile--facile in the sense that it is unusually objective and quickly
performed.(23) Second, and most importantly, the emphasis in the derivation inquiry
inevitably converges to the source of the proffered similarity. Thus, if the accused
infringer could show that an old map in the public domain also contains the
misspelled street name, then the probative value of that evidence vanishes. Identifying
that pubic domain map may not be easy--which is certainly not the fact finder's
problem--but if it is proffered by the accused infringer, then the fact finder's job is
straightforward. Notice also that the derivation inquiry will never drift towards
protectability, which is a far more difficult inquiry--whether the particular element
proffered by the plaintiff to prove derivation qualifies for copyright is irrelevant.
Often the most probative evidence of derivation is unprotectable subject matter, as
evidenced by the map example. Indeed, one way to view the Second Circuit's
infringement test is that it is structured so that it avoids, as much as possible, the
virtually intractable determination of protectability. Thus, before the two texts are
handed to the ordinary observer for a final verdict on infringement, we know that at
least one element in the plaintiff's text is copyrightable (a presumption triggered by
proffering the copyright registration), and that the accused text was derived from the
plaintiff's text. Granted, these facts, coupled with the ordinary observer's impression,
do not guarantee that the accused infringer copied protectable expression, they just
make it very likely. Thus, these three elements combined are a proxy, though a coarse
one, for the generally tedious and ad hoc task of determining whether the elements

common to the two texts qualify for copyright protection. In my opinion, the
copyright infringement test has evolved towards eliminating this task as much as
possible.(24)
[30]Now contrast the derivation prong with the "improper appropriation"
prong. (Again, the former is subsumed within the latter--explicit in the Second
Circuit's test, implicit/invisible in the Ninth Circuit's test). In the "improper
appropriation" prong, the emphasis is not on the source of the proffered similarity, but
on whether it qualifies for copyright protection. Granted one way that something can
be uncopyrightable is if it is not original (hence the derivation and improper
appropriation inquiries overlap), but more often than not, the focus of the
protectability inquiry is whether the particular element qualifies as protectable
expression according to the "idea/expression dichotomy," which is beyond question a
very time-consuming and highly subjective (and therefore error-prone)
inquiry.(25) And so the Second Circuit's test places this determination temporarily to
one side--to the extent that it performs it all--avoiding the test until it is absolutely
necessary. By contrast, the protectability determination is the undisputed center of
gravity of the Ninth Circuit's test.
[31]It is clear that the Second Circuit and the Ninth Circuit use very different
legal standards to determine copyright infringement. What is interesting is how they
got that way.

The Origin of The Difference Between the Second and Ninth Circuits' Standards
The Krofft Standard
[32]At one time, the Second Circuit and the Ninth Circuit applied the same
legal standard--both were derived from Arnstein. The two standards diverged as a
result of the 1977 decision of Sid & Marty Krofft Television v. McDonalds Corp.(26)-an a priori overhaul of the then-current standard.(27) The Krofft test is shown
schematically in Figure -D-, so that it can be compared with the Arnstein test
(depicted in Figure -B-) and the current Ninth Circuit standard (shown in Figure -C-).
[33]As evidenced by Figure -C-, the Krofft Court divided substantial similarity into
two components: an "extrinsic" test and an "intrinsic" test.(28) Prior to Krofft, the
substantialsimilarity test had consisted of a single element (like the Second
Circuit's, Figure -B-). To summarize, the Krofft Court revised the substantial
similarity test because of a deficiency it perceived in the then-current test. More
precisely, the Krofft Court believed that the then-current substantial similarity test
would condemn an accused text that copied only ideas from the plaintiff's text (which
are per seunprotectable). Thus a refinement was needed, according to
the Krofft Court, to assess separately whether the accused text copied protectable
expression or just ideas.
[34]Thus, the purpose of the extrinsic test is to determine whether there is
substantial similarity with respect to ideas. The Krofft Court labeled it the extrinsic
test because:

"[I]t depends not on the responses of the trier of fact, but on specific criteria
which can be listed and analyzed. Such criteria include the type of artwork
involved, the materials used, the subject matter, and the setting for the subject.
Since it is an extrinsic test, analytic dissection and expert testimony are
appropriate. Moreover, this question may often be decided as a matter of
law."(29)
[35]By contrast, the purpose of the intrinsic test is to determine whether the two
texts are substantially similar with respect to expression. Unlike the extrinsic test,
which is analytic, this test is administered by the ordinary observer, who assesses
similarity after a casual glance at the two texts.(30)
[36]This is a peculiar reformulation of the venerable Arnstein standard, to say
the least. For one thing, it is not clear why one needs an entire test (the extrinsic test)
just to determine similarity with respect to (unprotectable) ideas; by definition, ideas
can be freely copied. Therefore, that an accused infringer has copied ideas from the
plaintiff's work tells you nothing relevant to infringement.(31)
[37]In fact, the Krofft standard has been harshly and consistently criticized;
there is little point in reiterating its shortcomings here.(32) Instead, what is of interest
is why the Krofft Court departed from established law, and whether the departure was
necessary or even justified. What is also of interest is the path from the Krofft standard
to the current Ninth Circuit standard. So why did the Krofft Court depart from the
established standard?

[38]According to the Krofft Court's own admission, it did so to restrict the
scope of a plaintiff's copyright from reaching to (unprotectable) ideas. Thus, it sought
to construct a mechanism to separate ideas from protectable expression:
[I]nfringement would be established upon proof of ownership, access, and
substantial similarity. Application of this rule, however, would produce some
untenable results. For example, a copyright could be obtained over a cheap
manufactured plaster statue of a nude. Since ownership of a copyright is
established, subsequent manufacturers of statues of nudes would face the grave
risk of being found to be infringers if their statues were substantially similar
and access were shown. The burden of proof on the plaintiff would be minimal,
since most statues of nudes would in all probability be substantially similar to
the cheaply manufactured plaster one. (33)
[39]Having identified the problem, the Krofft Court continued "Clearly the
scope of copyright protection does not go this far. A limiting principle is
needed."(34) The Court found this limiting principle in the "idea/expression"
dichotomy:
The test for infringement therefore has to be given a new dimension. There
must be ownership of the copyright and access to the copyrighted work. But
there also must be substantial similarity not only of the general ideas but of the
expression of those ideas. Thus two steps are implied by the requirement of
substantial similarity.(35)

[40]Thus, the Krofft Court departed from the Arnstein test in two crucial
respects: (1) it disregarded the extraction of the copying (or derivation) prong from
the more general requirement of unlawful copying (Arnstein subsumed a mechanism
to release the accused infringer who can prove he did not copy from the plaintiff's
text, even though the two are alike); and (2) it incorporates a two-part substantial
similarity inquiry. But was a new legal standard really needed?
[41]The Krofft Court begins by saying: "[I]nfringement would be established
upon proof of ownership, access, and substantial similarity." Everything in
the Krofft opinion that flows from that statement depends upon its veracity--and
unfortunately the statement is materially incorrect. Indeed, this statement, by itself,
proves that the Krofft Court misunderstood the Arnstein standard. Under
the Arnstein test, one does not establish infringement by showing ownership, access,
and substantial similarity; Arnstein said no such thing. Indeed, as evidenced by Figure
-A-, one proves copyright infringement under Arnstein by showing that the plaintiff
owns a valid copyright, by showing that the accused text is derived from the plaintiff's
(which can be proved by access plus probative similarity), and by proving "unlawful
appropriation," which in turn is shown by "substantial similarity." The source of
the Krofft Court's concern (and confusion) was the term "substantial similarity." This
term has never included similarity with respect to protectable portions of the work-insuit. Courts have always instructed the ordinary observer to consider unprotectable
subject matter, as we shall see.

[42]Indeed, the Arnstein Court never used the term "substantial similarity."
The Arnstein Court did, however, use the term "improper appropriation," which it
referred to as the second prong in the infringement analysis, the first being copying
(more precisely referred to as "derivation"). TheArnstein Court decreed a legal
standard for copyright infringement in which the plaintiff was first required to prove
that the accused text was derived from a text in which the plaintiff had a valid
copyright. If it traversed that requirement, then it still had to prove that the copying
was "illicit," or "unlawful." Therefore, not all copying was actionable--a point
that Arnstein emphasized not once but three separate times:
In applying that standard here, it is important to avoid confusing the two
separate elements essential to a plaintiff's case in such a suit: (a) that defendant
copied from the plaintiff's copyrighted work and (b) that the copying (assuming
it to be proved) went so far as to constitute improper appropriation.(36)
...
If copying is established, then only does there arise the second issue, that of
illicit copying (unlawful appropriation).(37)
...
Assuming that adequate proof is made of copying, that is not enough; for there
can be 'permissible copying,' which is not illicit.(38)
[43]Therefore, the Arnstein Court crafted a legal standard that expressly
anticipated a situation where an accused infringer may have copied from the plaintiff's

text--even to the point that the two appear "substantially similar"--and yet the material
taken may not be eligible for copyright protection, and therefore, the accused text,
despite being "substantially similar," to the plaintiff's, does not infringe it.
[44]The Krofft Court was also concerned about the scenario where two texts
could be "substantially similar" yet it would be unjust to condemn the copying
because the material copied consisted of (unprotectable) ideas rather than
(protectable) expression. The Arnstein Court did not expressly mention this scenario;
nevertheless, its standard subsumes this concern by distinguishing copying from illicit
copying (though one can copy without the copying rising to the level of illicit copying
for reasons other than that the material consists of ideas. For instance, the borrowed
material could have been in turn borrowed by the plaintiff from a text whose
copyright has long since lapsed, or the material could be scenes-a-faire, and so
forth.(39)
[45]Indeed, subsequent Second Circuit decisions that closely
follow Arnstein have further clarified the role of the substantial similarity prong,
which further evidences that the Krofft Court was fixated on a concern already
accounted for in the Second Circuit's test:
[S]ubstantial similarity" requires that the copying [be] quantitatively and
qualitatively sufficient to support the legal conclusion that infringement
(actionable copying) has occurred. The qualitative component concerns the
copying of expression, rather than ideas.... (40)

It is only after copying is established that one claiming infringement then
proceeds to demonstrate that the copying was improper or unlawful by showing
that the second work bears "substantial similarity" to protected expression in
the earlier work.(41)
[C]opying...is usually proved by...substantial similarities as to protectable
material in the two works.(42)
[46]Beyond a shadow of a doubt, the Krofft standard is based on a flawed
premise: that the extant standard would condemn texts that incorporated from the
plaintiff's text only unprotectable ideas. Indeed, the Arnstein test already subsumed a
reliable mechanism to ensure that would not happen.

The Role of Second Circuit Law in the Krofft Standard
[47]One must keep in mind that Krofft purports to follow Arnstein: "We believe
that the court in Arnstein was alluding to the idea-expression [by distinguishing
copying from illicit copying] which we make explicit today."(43) And later: "We
believe Arnstein is still good law."(44) This is surprising--that is, one would never
suspect Krofft to be the faithful prodigy of Arnstein once one has examined the
former's de novo infringement standard.
[48]Therefore, Krofft is based upon a misreading of Arnstein; this is not
difficult to prove.(45) The Krofft Court apparently believed that the extant standard

overprotected original material because it subsumed no mechanism to distinguish
mere (unprotectable) ideas from (protectable) expression.
[49]The interesting question therefore is precisely what led to the obvious error
by the Krofft Court. While Arnstein is the undisputed ancestor of the infringement
standard applied in every regional circuit, it nevertheless introduced two slight but
insidious flaws into the standard which much later metastasized into chronic
confusion over how to apply the standard. And yet one must be careful to state that
while Arnstein introduced these flaws, it did not itself contain them; indeed, the flaws
relate solely to nomenclature--the particular labels affixed to the prongs comprising
the test--yet the Arnstein Court knew what it meant. Other courts have been less sure,
as we shall see.
[50]Refer again to Figure -B-. In its most general form, copyright infringement
is proved by copying and ownership of a valid copyright. And as evidenced by Figure
-A- (the Arnstein test) this second requirement in turn has two prongs, copying and
improper appropriation. For this latter requirement, Arnstein used the term "illicit
copying"--which has three occurrences of the term "copying," in one legal standard,
and they each refer to different things.(46) This casual usage of the already vague term
"copying" has directly caused chronic, material confusion over the proper
infringement standard--confusion that has persisted today, and has led to a different
standard used in the Ninth Circuit, a standard which originally deviated

from Arnstein because of a misunderstanding over Arnstein's multiple uses of the term
"copying," as I have shown.
[51]Thus, Arnstein said that, "[i]f there is evidence of access and similarities
exist, then the trier of fact must determine whether the similarities are sufficient to
prove copying."(47) In that instance it was referring to what I have relabeled
the derivation prong in Figure -E- (the upper most appearance of the term "copying"
in Figure -A-. Yet--and this is important--many courts after Arnstein confused the
term "copying" as Arnstein used it above, with "unauthorized copying" (the leftmost
appearance of the term "copying"in Figure -A-, or as it appears in Figure -B-). In other
words, while Arnstein was speaking about mere derivation, other courts believed it
was talking about the entire "unauthorized copying" inquiry, of which derivation is
only a part.
[52]Most relevant here, the Reyher Court, an influential 1976 Second Circuit
decision, said--with the intention of applying the Arnstein standard--that
"[c]opying...is...proved by circumstantial access to the copyrighted work and
substantial similarities as to the protected material in the two works."(48) One can
compare this excerpt with the one from Arnstein above, and see that they are roughly
the same: i.e., copying is shown by access plus similarity--though again, in the
passage reproduced above, Arnstein was referring to the derivation prong. Yet
the Reyher Court misreadArnstein, and believed that it was referring to the "unlawful
copying" prong (in Figure -A-).(49) In other words, while the Arnstein Court was

reciting just a portion of the test (the other part being "unlawful appropriation,"
in Figure -A-) the Reyher Court thought that the Arnstein Court was reciting
the entire test--due solely to the multiple occurrences of the term "copying" in the
standard--and therefore it ignored, effectively severing from the standard, Arnstein's
"unlawful appropriation" (or "illicit copying") prong.
[53]The Reyher Court restated the Arnstein test with two effects. First,
the Reyher Court believed it was reciting the entire test, but it was not, thus
completely omitting the "improper appropriation prong" from the "revised" test that it
decreed. The significance of this inadvertent corruption will be discussed later.
Second, precisely because the Reyher Court believed it was reciting the entire test, it
reworked slightly the first portion of the Arnstein test. Thus (to paraphrase the two
passages reproduced verbatim above) the Arnstein Court said that copying
(derivation) is proved by access plus similarity probative of derivation." Yet
the Reyher Court said: copying (unlawful copying) is proved by access plus
"substantial similarities as to protectable material...."(50) Thus the term "substantial
similarity" was introduced into the infringement test. The Reyher Court then requires
access plus "substantial similarity." But the Arnstein standard for derivation requires
only similarity that is probative of copying; this similarity need not be "substantial"
(i.e., it need not be pervasive) nor must it relate to protectable material. Subsequent
courts, attempting to reconcile theArnstein and Reyher standards, introduced a dual

usage of the term "substantial similarity"--it referred to both similarities probative of
derivation, and similarities probative of unlawful appropriation.
[54]Reyher's misreading of Arnstein is significant
because Krofft followed Reyher, hence Reyher's obvious misreading of Arnstein was
instantly infused into Ninth Circuit law.

From Krofft to the Present Ninth Circuit Standard
[55]As evidenced by a comparison of the Krofft standard (Figure -D-) with the
current Ninth Circuit standard (Figure -C-) one can see that it has changed very little.
Indeed, its essential structure has not changed at all; aside from re-labeling the two
prongs of the substantial similarity test (swapping "extrinsic" and "intrinsic" for
"objective" and "subjective") the only observable change has been to the extrinsic test.
The post-Krofft modifications shall be discussed below.
[56]From its inception, the extrinsic test--to determine similarity of
(unprotectable) ideas--had little justification. And yet since the test permitted
analytical dissection, courts gradually began to use it to separate ideas from
protectable expression, in effect, to determine the scope of the copyright claim, since
once the court reached the intrinsic test, then it could no longer scrutinize individual
elements but would be forced to rely upon the subjective impressions of the casual
observer, who would inevitably ignore the crucial distinction between protectable and
unprotectable expression. Once the ideas were separated from protectable expression,

then the court could proceed to the intrinsic test, examining the two texts only in light
of the similarities that related protectable expression. Thus, the inevitable
metamorphosis of the extrinsic test took place.
[57]Again, the major difference in the Krofft standard and the one used today is
not a structural one, but a slight change in nomenclature (from extrinsic/intrinsic to
objective/subjective). Though the terms "objective" and "subjective" had appeared in
Second Circuit opinions earlier,(51) Shaw v. Lindheim, a 1990 Second Circuit decision,
is generally cited as the genesis of the reformulation:
(Shaw) Now that it includes virtually every element that may be considered
concrete in a literary work, the extrinsic test...can no longer be seen as a test for
mere similarity of ideas. Because the criteria incorporated into the extrinsic test
encompass all objective manifestations of creativity, the two tests are more
sensibly described as objective and subjective analyses of expression, having
strayed from Krofft's division between expression [intrinsic test] and ideas
[extrinsic test].(52)
(Apple) As [the Krofft test] has evolved, however, the extrinsic test now
objectively considers whether there are substantial similarities in both ideas and
expression, whereas the intrinsic test continues to measure expression
subjectively.(53)
[58]Moreover, probably by Brown Bag, and at least by Apple, the extrinsic test
has evolved into a full-blown analysis of the boundaries of the plaintiff's property

right--i.e., which elements borrowed by the accused infringer are protectable and
which are not: "[T]he purpose of analytic dissection is to define scope of copyright
protection."(54)

The Remaining Regional Circuits
[59]In the first portion of this article, I sought to show that a genuine difference
exists between two standards for copyright infringement. Having shown that it is
significant, I shall now argue that the distinction is under appreciated--indeed virtually
ignored--among the regional circuit courts of appeal.
[60]According to my research, the regional circuit courts of appeal are roughly
split between the two polar standards decreed by the Second and Ninth Circuit
respectively. Of the nine remaining regional circuits, four follow the Second Circuit;
five have adopted the Ninth Circuit approach. This division roughly follows
geography: The First(55), Fifth(56), Tenth(57), and Eleventh(58) Circuits follow the
Second Circuit approach, while the Third(59), Fourth(60), Sixth(61), Seventh(62), and
Eighth(63) circuits follow the Ninth Circuit approach. This list is a little less than
precise--a few of the circuits have (occasionally) blended the two approaches (in a
single opinion), or switched back and forth between the two from one opinion to the
next. This suggests that the circuits generally regard any disparity between the circuits
as mere difference in nomenclature, rather than as a genuine difference in outcome.

[61]For instance, the term "probative similarity" appears infrequently in Ninth
Circuit opinions and in opinions from courts that ostensibly follow the Ninth Circuit
approach. Again, the term "probative similarity" is properly used to distinguish
evidence that tends to prove derivation versus evidence that tends to prove legally
actionable copying (infringement); the latter is referred in Second Circuit vernacular
as "substantial similarity." Beyond question--and as discussed in this article--the
Ninth Circuit eschews this distinction. A recent Ninth Circuit decision, Fodor v. Time
Warner, used the term "probative similarity," though interchangeably with the term
"substantial similarity."(64) A recent trial court decision in the Eighth Circuit (again, a
circuit that purports to follow the Ninth Circuit's approach) also refers to "probative
similarity," though like Fodor, uses it interchangeably with "substantial
similarity."(65) And therefore, these courts do not extract from the infringement
analysis a distinct derivation requirement, as a faithful reading of Arnstein requires.
[62]Consider this remark from a frequently cited Fourth Circuit decision:
Some courts use a different set of labels for the two-prong inquiry, referring to
the prong as establishment of copying and the second prong as establishment of
illicit appropriation. The difference in labels need not concern us because the
apparent consensus as to the nature of the tests applicable to each prong of the
substantial similarity inquiry smoothes over, as a practical matter, underlying
differences in the inquiry's two characterizations.(66)

[63]Therefore, as I have shown, though the Second and Ninth Circuit tests are
genuinely different legal standards, this difference has escaped the attention of the
remaining regional circuit courts of appeal.

An Interim Summary and a Proposed Relabeled Test for Infringement
[64]To summarize: these are the indisputable facts: (1) the current tests for
copyright infringement applied in the Ninth Circuit (Apple Computer) and in the
Second Circuit (Castle Rock) are not the same; (2) both tests claim to be faithful
progeny of Arnstein; (3) the current Ninth Circuit test originated with Krofft, which
claims to follow Arnstein; (4) Krofft is based on a substantial, though inadvertent,
misreading of Arnstein; and therefore (5) the current Ninth Circuit test is ultimately
based on a misreading of Arnstein.
[65]The entire preceding discussion should reveal that the confusion over the
copyright infringement standard is more likely than not due to the multiple usage of
the same terms to describe different legal requirements. Indeed, not only are two key
terms used multiple times in a single legal standard, but the two terms are themselves
vague--"substantial similarity," and "copying."
[66]One source of the confusion has been largely cured--at least in the Second
Circuit. The "substantial similarity" requirement that once appeared in the derivation
portion of the test has been replaced with "probative similarity" so that it cannot be
confused with the "substantial similarity" requirement in the second prong of the test

(illicit copying or improper appropriation).(67) Still, the term "copying" appears too
many times in the infringement test. The most abstract formulation of the test is:
ownership of a valid copyright and copying. The latter requirement subsumes two
requirements: mere copying and illicit copying. That amounts to three occurrences of
the term "copying." To avoid confusion, and to better clarify the objectives of the test,
the term derivation should be used to refer to the requirement that the accused text
was prepared from the plaintiff's text. This requirement--which does not appear
separately in the Ninth Circuit test--is not distinct from illicit copying, instead,
derivation is subsumed within illicit copying. Thus, a text can be derived from
another, yet still not be an "illicit" copy of the first text, because, for instance, the
borrowed material was not protectable by copyright. The next prong--whether the
derivation amounts to unlawful copying--should be referred to as unlawful
appropriation. This is not a new term, for one, it was used in Arnstein, though
interchangeably with the term "illicit copying," and it is used in Second Circuit
decisions today.(68) And the first time the term is used--i.e., to refer to the most
abstract form of the test--it should be replaced with "actionable copying," which
captures the two requirements that it subsumes: derivation and unlawful
appropriation. Figure -E- illustrates this suggested nomenclature.
[67]Besides nomenclature, another reason for the persistent confusion over the
infringement standard is that the two prongs subsumed under the actionable copying
requirement are not actually separate requirements, but rather one is actually a part of

the other (i.e., derivation is part of the unlawful appropriation prong). In other words,
if the accused text includes copyrightable expression from the plaintiff's text, then
derivation is implicitly proved, since if the material was copyrightable, then it is by
definition original to the plaintiff (he is the author) and therefore the only source of it
is the plaintiff's text. Thus, one inherently proves derivation by proving unlawful
appropriation. The significance of this is that one could avoid altogether the derivation
prong, and instead proceed to the second prong (unlawful
appropriation). Arnstein insists upon extracting from the infringement test the
predicate sub-requirement of derivation--no doubt as a way of avoiding both the
arbitrary and labor-intensive unlawful appropriation analysis (to assess substantial
similarity under the ordinary observer) in those (inevitably frequent) instances in
which it is not needed. By contrast, the Ninth Circuit test blends the two inquiries of
derivation and unlawful appropriation. At least in theory, the Ninth Circuit's test
should converge on the same result as the Second Circuit's test, even without an
explicit predicate derivation requirement. This is because under the substantial
similarity test, an accused text that does not embody any protectable expression found
in the plaintiff's text will be released. Under the Second Circuit's test, it might very
well have been determined that the accused text was derived from the plaintiff's (e.g.,
it was proved byunprotectable material common to the two texts) though it
would later be determined during the unlawful appropriation prong that what was
taken did not qualify for copyright protection, hence no infringement. The Ninth

Circuit would have reached the same result, though without having bothered to first
determine that the accused text was derived from the plaintiff's.
[68]But what about the opposite scenario? Suppose the accused text was not
derived from the plaintiff's, though they are highly similar. The Second Circuit test
would detect that right away, and analysis would conclude, avoiding the unlawful
appropriation requirement. The Ninth Circuit would, in theory, reach the same result,
but it would take longer (which always increases the potential for error). Without a
mechanism to detect derivation, or the absence of it, a Ninth Circuit tribunal must
plod through the substantial similarity test--both the objective and subjective prongs.
And after doing that, the court would (again, in theory) conclude that the accused text
does not infringe, not because it was not derived from the plaintiff's text (the court has
no way to discern that), but because it does not embody protectable expression from
the plaintiff's text. As I said earlier, it is much easier to argue over the source of the
similarities, than it is to argue over whether elements in the plaintiff's text (for which
there exists a similar element in the accused text) qualifies for copyright protection.
The practical significance of this distinction cannot be overstated.
[69]So perhaps these differences alone are reason enough to favor the Second
Circuit test over the Ninth Circuit test--aside from the fact that Ninth Circuit test is
derived from a 50-year-old inadvertent misreading of a Second Circuit decision. The
Second Circuit standard is far more summary judgment-friendly, since it allows the
accused infringer--particularly in those instances involving two highly similar texts, in

which the plaintiff's is characterized by low originality--to walk away from the
dispute once they can show that they did not derive their text from the plaintiff's. Yet
in the Ninth Circuit, which again should produce the same result, the accused
infringer must suffer through the substantial similarity analysis (or at least the
objective portion of it anyway) since the plaintiff's prima facie case does not include
proof of derivation apart from the requirement to prove similarity with respect to
protectable elements. Therefore, splitting the actionable copying prong into two
separate requirements is not only sensible but procedurally (and heuristically) useful-i.e., it allows the fact finder to stop and assess derivation separate from the far more
tedious and complicated task of determining whether what was borrowed qualifies for
protection by copyright--and it is also procedurally superior--since it allows the court
to truncate the dispute if the plaintiff is unable to prove derivation, and so avoid
becoming mired in the next part of the test.
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